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1 . The finality of the last office action is withdrawn in view of the following rejections. 

2. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Long/, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) or 1 .321 (d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

Claims 6, 10-13 and 16-21 are rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 1-3 of U.S. 
Patent No. 6,929,824. Although the conflicting claims are not identical, they are not 
patentably distinct from each other because the patented claims are to a method of 
making an article (disclosed in the specification as being an inkjet print medium. The 
method recites a support and a coating of hydrophilic polymer and blowing agent with 
the blowing agent being activated as part of the process. Therefore, by practicing the 
method, the hydrophilic polymer will inherently be porous and foamed and the functional 
language of claims 16 and 21 will also be inherently met. It would have been 
considered obvious to one of ordinary skill in this art to form multiple layers of the same 
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or different composition in order to increase the overall thickness or to vary the size of 
pores throughout the thickness to control ink absorption characteristics. Since a 
support is recited in the claims, it is proper to look to the specification to determine what 
the support may be and the supports recited by the patent may be the same as those of 
claim 6. Determination of the proportion of blowing agent to hydrophilic polymer would 
have been obvious to one of ordinary skill in the art in order to control the size and 
frequency of pore formation in the polymer. 

3. Claims 4-7, 9-13 and 16-21 are provisionally rejected on the ground of 
nonstatutory obviousness-type double patenting as being unpatentable over claims 1-9 
of copending Application No. 10/545,406. Although the conflicting claims are not 
identical, they are not patentably distinct from each other because the copending claims 
are to a method of making a material comprising a support and a coating containing a 
polymer, surfactant and blowing agent. Therefore, by practicing the method, the 
hydrophilic polymer will inherently be porous and foamed and the functional language of 
claims 16 and 21 will also be inherently met. It would have been considered obvious to 
one of ordinary skill in this art to form multiple layers of the same or different 
composition in order to increase the overall thickness or to vary the size of pores 
throughout the thickness to control ink absorption characteristics. Identifying claimed 
elements in the specification, the material is an inkjet print medium, the support is may 
be as recited by claim 6 [0022], and the resin is hydrophilic [0023]. The surfactant is not 
disclosed, but it would have been obvious to use conventional surfactants in 
conventional proportions since a surfactant is recited by the copending claims. In 
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addition, determination of the proportion of blowing agent to obtain layers with desired 
pore sizes and frequencies would have been obvious to one of ordinary skill in the art. 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

4. Claims 6, 10-13 and 16-21 are provisionally rejected on the ground of 
nonstatutory obviousness-type double patenting as being unpatentable over claims 1-14 
of copending Application No. 10/551916. Although the conflicting claims are not 
identical, they are not patentably distinct from each other because the copending 
application claims a method of making a material and an ink jet receiver. The material 
is formed from a foamed hydrophilic polymer that is foamed using a blowing agent. The 
polymer solution is coated onto a support. By practicing the method, the hydrophilic 
polymer will inherently be porous and foamed and the functional language of claims 16 
and 21 will also be inherently met. It would have been considered obvious to one of 
ordinary skill in this art to form multiple layers of the same or different composition in 
order to increase the overall thickness or to vary the size of pores throughout the 
thickness to control ink absorption characteristics. Since a support is recited in the 
claims, it is proper to look to the specification to determine what the support may be and 
the supports recited by the patent may be the same as those of claim 6 [0058]. 
Determination of the proportion of blowing agent to hydrophilic polymer would have 
been obvious to one of ordinary skill in the art in order to control the size and frequency 
of pore formation in the polymer. 
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This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

5. Claims 3, 5, 6, 10-13 and 16-21 are provisionally rejected on the ground of 
nonstatutory obviousness-type double patenting as being unpatentable over claims 1-47 
of copending Application No. 10/436,654. Although the conflicting claims are not 
identical, they are not patentably distinct from each other because the copending claims 
are directed to an imaging element wherein the image receiving layer is an open celled 
foam. The layer is formed from a polymer and a blowing agent (claims 4 and 6). The 
medium may be an ink jet receiver (cl. 24). Turning to the specification for more 
information about the support, the support may be as recited by instant claim 6 [0090]. 
The medium may have multiple ink receiving layers (cl. 23). The medium may include a 
crosslinking agent (cl 15-17). The polymer may be polyvinyl alcohol which is inherently 
hydrophilic (cl. 6) which will inherently be porous and foamed and the functional 
language of claims 16 and 21 will also be inherently met. It would have been 
considered obvious to one of ordinary skill in this art to form multiple layers of the same 
or different composition in order to increase the overall thickness or to vary the size of 
pores throughout the thickness to control ink absorption characteristics. Determination 
of the proportion of blowing agent to hydrophilic polymer would have been obvious to 
one of ordinary skill in the art in order to control the size and frequency of pore 
formation in the polymer. 



Application/Control Number: 1 0/631 ,236 Page 6 

Art Unit: 1794 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

6. All prior grounds of rejection have been overcome. 

7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Pamela Schwartz whose telephone number is (571) 
272-1528. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Milton Cano, can be reached on (571) 272-1398. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 

Patent Application Information Retrieval (PAIR) system. Status information for 

published applications may be obtained from either Private PAIR or Public PAIR. 

Status information for unpublished applications is available through Private PAIR only. 

For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 

you have questions on access to the Private PAIR system, contact the Electronic 

Business Center (EBC) at 866-217-9197 (toll-free). 

PRSchwartz 
October 26, 2007 



